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DETAILED ACTION 

The Examiner acl^nowledges the applicant's remarl^s and arguments of August 
19, 2009 made to the office action filed June 9, 2009. Claims 1-4, 10 and 11 are 
pending. Claims 1 is amended and claims 10 and 11 are new. Claims 5-9 are 
cancelled. 

Newly submitted claims 10 and 1 1 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 
the new claims are directed toward a method, whereas the claims examined previously 
are drawn to a composition. The unity of invention is broken between the two invention 
by the Suzuki et al. (JP 1 1246339 A) reference used as art in the previous rejection. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 10 and 1 1 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP §821.03. 

The declaration of Tada has been considered and persuasive to overcome the 

previous rejections. Particularly, the amounts of the compound of formula 1 are 
insufficient to what is currently claimed. 
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In light of the amendments and declaration, all previous rejections are withdrawn. 



Due to the withdrawal of all previous rejections and further consideration, the 
new rejections are made below. Since the obviousness-double patenting rejection 
below was not made previously, the rejections below constitute a NEW NON-FINAL 
office action. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 

unjustified or improper timewlse extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claim 1 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claimi, 5 and 6 of copending Application 
No. 12/305,356 ('356) in view of Ishida et al. (EP 1 147764 A2) and Torihara et al. (JP 
07-002643). 

This is a provisional obviousness-type double patenting rejection. 

Application '356 teaches a external skin composition comprising a triterpenic acid 
or a derivative thereof in the range of 0.1 to 5% by mass (see claims 1 and 6); and 4-n- 
butylresorcinol (see claim 5). 

Application '356 does not teach the specific compounds of formula 1 or the 
amounts of 4-n-butylresorcinol. 

Ishida et al. teach a skin composition comprising 0.00005 to 10 wt% of 
polymethoxyflavone (compound of formula 1), which has excellent whitening effects, 
allow the skin to retain moisture for a long time, vitalizes the skin, suppresses wrinkles 
and has excellent storage stability (see abstract and page 3, compound I). 

Torihara et al. teach that 4-n-butylresorcinol is an excellent skin whitening agent 
between the amounts of 0.1 to 10.0 wt% (see abstract). 
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To one of ordinary sl^ill in tine art at tine time of tine invention would liave found it 
obvious and motivated to combine tine composition of '365 and tine compounds of 
formula I because the compounds of fomula I are a triterpenic acid derivative and Ishida 
et al. teach that the compounds of formula I are excellent whitening effects. 

In regards to the amounts, Ishida et al. teaches the compounds of formula I as a 
whitening agent between 0.00005 to 10 wt%. The Application '365 teach that the 
triterpenic derivative be in the range of 0.1 to 5% by mass. Lastly, Torihara et al. teach 
4-n-butylresorcinol as a whitening agent between the range of 0.1 to 10.0 wt%. It is the 
normal desire of scientists or artisans to improve upon what is already generally known 
provides the motivation to determine where in a disclosed set of percentage ranges is 
the optimum combination of percentages. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishida et al. (EP 1 147764 A2) in view of Torihara et al. (JP 07-002643). 
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Ishida et al. teach a skin composition comprising 0.00005 to 10 wt% of 
polymetlioxyflavone (compound of formula 1), wliich has excellent whitening effects, 
allow the skin to retain moisture for a long time, vitalizes the skin, suppresses wrinkles 
and has excellent storage stability (see abstract and page 3, compound I). The 
cosmetic composition can comprise ascorbic acid, hydroquinone, and kojic acid, which 
are known as whitening components. The whitening effect can be synergistically 
enhanced by using these whitening components and polymethoxyflavone together (see 
paragraph 36). 

Ishida et al. does not teach the specific compounds of claim 2, 4-n-butyl 
resorcinol (claim 1), or that the compounds of formula 1 are from the sources in claim 3 
and 4. 

Torihara et al. teach that 4-n-butylresorcinol is an excellent skin whitening agent 
between the amounts of 0.1 to 10.0 wt% (see abstract). 4-n-butylresorcinol is a better 
whitening agent then ascorbic acid and hydroquinone (see paragraph 6, table 3, 
paragraph 41, table 4, and paragraph 49). 

To one of ordinary skill in the art at the time of the invention would have found it 
obvious and motivated to combine the composition of Ishida et al. and 4-n-butyl 
resorcinol because of the following teachings: 1 ) Ishida et al. teaches that the 
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compositions of formula I can be combined witli conventional skin whitening compounds 
such as ascorbic acid and hydroquinone; and 2) Torihara et al. teach that 4-n- 
butylresorcinol is a better whitening agent then ascorbic acid and hydroquinone. Thus, 
one would be motivated to replace the conventional whitening agents such as ascorbic 
acid and hydroquinone with 4-n-butylresorcinol because it is a better whitening agent. 

In regards to the amounts, Ishida et al. teaches the compounds of formula I as a 
whitening agent between 0.00005 to 10 wt%, and Torihara et al. teach 4-n- 
butylresorcinol as a whitening agent between the range of 0.1 to 10.0 wt%. It is the 
normal desire of scientists or artisans to improve upon what is already generally known 
provides the motivation to determine where in a disclosed set of percentage ranges is 
the optimum combination of percentages. See In re Boesch . 617 F.2d 272, 276, 205 
USPQ 215, 219 (CCPA 1980) ("[D]iscovery of an optimum value of the result effective 
variable in a known process is ordinarily within the skill of the art." See, e.g.. In re Baird . 
16 F.3d 380, 29 USPQ2d 1550 (Fed. Cir. 1994); In re Jones . 958 F.2d 347, 21 USPQ2d 
1941 (Fed. Cir. 1992). In re Paterson Appeal No. 02-1189 (Fed. Cir. January 8, 2003). 
It is noted that "[W]here the general conditions of a claim are disclosed in the prior art, it 
is not inventive to discover the optimum or workable ranges by routine experimentation." 
In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955.) 



To one of ordinary skill in the art at the time of the invention would have found it 
obvious and motivated to combine the composition of Ishida et al. and the specific 
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compounds of claim 2 because Isliida et al. teacli tliat polymetlioxyflavone, which 
encompasses the claimed compounds, are excellent skin whitening agents (see claims 
16 and 35). Selection of a known material based on its suitability for its intended use is 
obvious absent a clear showing of unexpected results attributable to the Applicant's 
specific selection. See e.g.. In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 

To one of ordinary skill in the art at the time of the invention would have found it 
obvious and motivated to combine the composition of Ishida et al. and to isolate the 
compounds of formula 1 from the sources in claim 3 and 4, because the active 
ingredient is still present. In other words, regardless of its source, the same active 
ingredient is extracted. 



Conclusion 



No claims allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KENDRA D. CARTER whose telephone number is 
(571)272-9034. The examiner can normally be reached on 9:00 am - 5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on (571) 272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kendra D Carter/ 
Examiner, Art Unit 1627 



/SREENI PADMANABHAN/ 

Supervisory Patent Examiner, Art Unit 1627 



